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REMARKS 

Claims 29, 32, 36 and 38-43, as amended, remain herein. Claims 31 and 35 are canceled 
without prejudice. The subject matter of former claim 31 has been added to claim 29, and the 
subject matter of former claim 35 has been added to claim 41. 

Applicants and their undersigned attorney appreciate the courtesies extended by SPE 
Fischer during the telephone interview on January 24, 201 1, which was the culmination of partial 
conversations initiated by calls by applicants' undersigned attorney to Examiner West on January 
6 and 1 1, 201 1 . The arguments made by applicants' attorney during the January 24 interview are 
stated in the remarks below. 

1 . Claims 35 and 41-43 were rejected under § 103(a) over Waters ' 5 89 in view of 
O'Boyle '329. 

As stated above, claim 41 has been amended to include the subject matter of former claim 

35. ' 

The Office Action alleges that Waters discloses, inter alia : 

a content reproducing device reading from an optical disk a cipher key and identification 
information unique to the optical disk; (citing Waters, col. 4, lines 32-67 and col. 5, lines 34-67); 

such content reproducing device encoding specific data using the cipher key (citing 
Waters, col. 6, lines 35-67). 
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However, contrary to the indications in the Office Action, the Waters disclosure does not 
include any specific "cipher key" that corresponds to the "cipher key" recited in applicants' 
claims. And, Waters does not disclose any encoding process that uses such a cipher key. 

Waters initially creates an "identifying value" which is sequential and relates to a 
location of physical damage to tracks and/or sectors of a CD-ROM. See generally, Waters, col. 

3, line 10 through col. 4, line 67. Waters encrypts the identifying value (or a composite value 
created by combining an identifying value with another unique value). The encrypted value is 
then marked on the hub of the disk (see Waters, Figs. 4A and 5A, and col. 3, line 30 through col. 

4, line 58). 

However, the encryption mentioned by Waters is not stated or demonstrated to use any 
specific "cipher key" to enable encryption of an identifying or composite value. Waters simply 
encrypts numbers. How this is done is not disclosed by Waters. 

Applicants' claimed invention is distinct from anything disclosed or suggested by Waters 
because a specifically defined cipher key is recorded in the form of stripe patterns of a reflective 
layer in a disk, which layer has been laser trimmed. Such a specific cipher key is used to enable 
encryption of specific data, such as accounting information. 

The stripe patterns in the disks of applicants' invention are extremely difficult to 
counterfeit, so that the security of disks embodying applicants' claimed invention is much higher 
than those using a Waters system that does not include any specific cipher key or specific 
encryption method using such a cipher key. Further, contrary to the argument at page 6, point 9, 
of the Office Action, there is no disclosure in Waters, col. 6, lines 1-34 of readable information 
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encoded in an area overlapping a pre-pit region of an optical disk, as recited in applicants' claim 
29. 

O'Boyle '329 likewise does not disclose or suggest applicants' claimed invention. The 
prior Office Action (04/27/10) admits that O'Boyle 4 329 fails to disclose any "stripe pattern 
extending in the radial direction." Further, O'Boyle '329 does not disclose that among 
identification information and a cipher key, which are recorded in the stripe patterns of an optical 
disk, a cipher key is used to encode data to be communicated to a server, and identification 
information is transmitted to a server and used to select a decode key on the server. 

According to O'Boyle '329, a cipher key used to encrypt encoded accountable data is not 
recorded in the card, whereas applicants' claimed cipher key is recorded in the optical disk. 

Further, O'Boyle '329 requires that the validity of the card be determined by directly 
comparing (i) encoded data read from the card, and (ii) the data previously encoded and stored. 
Therefore, the O'Boyle '329 system is different from applicants' invention wherein identification 
information is transmitted to the server and used to select the decode key on the server. In 
applicants' invention, the disk containing the data is determined to be valid when both the 
identification information and cipher key are valid after selecting, on the server, a decode key 
based on identification information. 

Thus neither Waters nor O'Boyle, alone or combined, could achieve preventing decoding 
of encoded data from any unauthorized optical disk, even having either one of the valid 
identification information or cipher key. Further, neither Waters nor O'Boyle, alone or in 
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combination, would have suggested that it is unnecessary to encode all the data possibly 
communicated and store all of that encoded data, in advance, on the server. 

Neither Waters nor O'Boyle discloses all elements of applicants' claimed invention. Nor 
is there any disclosure, teaching, or suggestion in either of Waters or O'Boyle that would have 
suggested the desirability of combining or modifying any portions thereof to render obvious 
applicants' claimed invention. Reconsideration and withdrawal of this rejection are respectfully 
requested. 

2. Claims 29, 31 and 32 were rejected under 35 USC § 1 12, paragraph two. The 
Office Action also stated that five elements of those claims invoke §112, paragraph six. The 
Office Action further stated that "the written description fails to clearly link or associate the 
disclosed structure, material, or acts to the claimed function such that one of ordinary skill in the 
art would recognize what structure, material, or acts perform the claimed function." (Office 
Action, 10/28/2010, p. 2). The Office Action further stated that applicants are "required" to 
either (a) amend the claims, (b) amend the written description, or (c) state "where the 
corresponding structure, material, or acts are set forth in the written description of the 
specification that perform the claimed function." 

Applicants note that this rejection under § 1 12, paragraph two, was not stated in either of 
the two previous Office Actions (August 4, 2009 and April 27, 2010). Such a possible issue was 
raised for the first time by SPE Fischer at the outset of the interview conducted at the PTO on 
July 20, 2010 — to the surprise of applicants' undersigned attorney and to applicants. Even 
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though no such rejection had been stated on the record, in a good faith effort to advance the 
prosecution of this application, applicants identified at pages 8-9, and attached exhibits, of the 
Amendment filed August 23, 2010, specific parts of their disclosure which support the claimed 
reading means, encoding means, and communicating means recited in claim 29 (and dependent 
claims 32 and 38). 

Because the Office Action mailed October 28, 2010 made no mention whatsoever of the 
aforementioned showing which applicants had made in the Amendment filed August 23, 2010, 
applicants requested their undersigned attorney to request the PTO to specify what, if any, 
aspects of that showing were allegedly inadequate. And it was for that specific purpose that 
numerous calls were made to Examiner West, which culminated in the January 24, 201 1 
telephone conversation initiated by SPE Fischer. No really specific answer to applicants' 
inquiries was received during the January 24, 201 1 conversation, wherein SPE Fischer primarily 
relied upon the conclusory statement at the bottom of page 2 of the Office Action (quoted above, 
herein). 

Accordingly, applicants herebelow again present the facts stated in and with the prior 
Amendment, here related to the five claim elements mentioned in the latest Office Action: 

(1) Claim 29, "reading means for reading a cipher key . . 

(4) Claim 31, "reading means for reproducing ..." 

(5) Claim 32, "reading means for reading the certain information ..." 

See, for example, applicants' FIGS. 6 A and 6B, annotated copies of which are attached 
hereto as Exhibit 6A/B and Exhibit 3 which are annotated copies of pages of applicants' 
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specification. These exhibits were also attached to the Amendment filed herein August 23, 2010. 
As illustrated in Figs. 6A/6B, in first computer 909 there is BCA reproducing part 820, which is 
the "reading means." In applicants' specification, page 8, lines 28-32, there is disclosure of the 
structure of the reading means. 

(2) Claim 29, "enclosing means for encoding ..." 

In first computer 909, second cipher encoder 831 encodes accounting data 830, and thus 
is the "encoding means." At page 10, lines 29-35, there is disclosure of the structure of the 
encoding means. 

(3) Claim 29, "communicating means for communicating ..." 

In first computer 909, communication part 822 is the "communicating means." In 
addition, there is a second cipher decoder 832 that decodes enciphered accounting information in 
the third computer 828, which corresponds to a "server" in applicants' claim 29. At page 1 1 , 
lines 1-10, there is disclosure of the structure of the communicating means. See pages 8-11 of 
applicants' specification, copies of which are attached thereto as Exhibit 3. 

It continues to be applicants' belief that the above-identified portions of applicants' 
disclosure adequately link and associate the disclosed structures and materials to the claimed 
functions so that one of ordinary skill in the relevant art would recognize what disclosed 
structures or materials perform the claimed functions - thereby satisfying § 1 12, paragraph two. 



Serial No.: 10/809,498 
Attorney Docket No. 28951.201 1 /CI 2 

For all of the foregoing reasons, reconsideration and withdrawal of the rejection are respectfully 
requested. 

3. Claims 29, 31, 32 and 38 were rejected under 35 USC § 103(a) over Waters in 
view of O'Boyle, further in view of Tanabe 4 767. 

Claim 29 is amended to include the subject matter of former claim 31 . 

The device claimed in claims 29, 32 and 38 includes elements that correspond to 
elements of claim 41 that are missing from the prior art. The distinctions pointed out above 
herein between applicants' claims and the disclosures of Waters and O'Boyle, are similarly 
relevant to claims 29, 32 and 38. 

Tanabe '767 does not disclose the stripe patterns of applicants' claimed invention. The 
stripe patterns of Tanabe are made by etching, which is not unique to each disk and is easy to 
counterfeit. In contrast, the stripe patterns of applicants' invention are made by laser trimming a 
reflective layer in each disk, which results in a unique stripe pattern for each disk. Applicants' 
laser trimmed stripe patterns are therefore very difficult to counterfeit. And, the identification 
information and cipher key are recorded in such stripe patterns, and the encryption of specific 
data using such identification information achieves a higher security level. 

Further, contrary to the indication in the Office Action at page 4, lines 1-2, there is no 
disclosure in those cited portions of Waters that indicates that the Waters disk includes a 
reflective layer that has been trimmed with a laser beam, let alone the stripe patterns of 
applicants' claimed invention. The Office Action overreaches the objective disclosures of the 
references in an effort improperly to find applicants' invention therein. 
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There is no disclosure or teaching in any of Waters, O'Boyle or Tanabe, of all elements 
of applicants' claimed invention. Nor is there any disclosure or teaching in any of those 
references or anything else in this record that would have suggested modifying or combining 
same effectively to anticipate or suggest applicants' presently claimed invention. Thus, there is 
no disclosure or teaching in any of the cited references that would have suggested applicants' 
claimed invention to one of ordinary skill in this art. Reconsideration and withdrawal of the 
rejection are respectfully requested. 

***** 

For all the foregoing reasons, all claims 29, 32, 36 and 38-43 are now proper in form and 
patentably distinguished over all grounds of rejection stated in the Office Action. Accordingly, 
allowance of all claims and a notice to that effect are respectfully requested. The PTO is hereby 
authorized to charge/credit any fee deficiencies or overpayments to Deposit Account No. 19- 
4293. If further amendments would place this application in even better condition for issue, the 
Examiner is invited to call applicants 1 undersigned attorney at the number listed below. 

Date: January 27, 201 1 Respectfully submitted, 

STEPTOE & JOHNSON LLP 
1330 Connecticut Avenue, N.W. 
Washington, D.C. 20036-1795 
Tel: (202) 429-3000 
Fax: (202) 429-3902 

Attachments: Exhibits 3, and 6A/B 
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